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EliMARKS 

>1 w U <. i < "> ^ . t i h t ? 1 n 

^ ! > .p] 1 U v i. U ' 1 "> 'i L ^ 

\ 1 o s v *n 1 particular. Mipp<ut 1 the amcn-ln'icrc L;no 35 can be 

Vood at > . ^ > - < < K i N n ^ 

page 5, lints 17-09, page 10, lines 12 ami 26-27, and page 21, lines 8-10. No new matter has 
- 1 i rodueed, 

\ r" > ~ •. » rv. w , ei fot acknowledging on page lo \ 1 > .!',, 
' " J J p P e\l A as e allowable. It is believed I.. 't> ! , < ^ A 

bottom of "> vpe " > U A \- v uv.oe in error. 

I RAj rilPNSl XOP R35 U.S.C.S 112 . FIRS 1 P-AA\oR\PiL ! \ \Hl A* \ 

1 icl\r -> o ! t uh ^ ^ 1 L v - 5 ^ 

nucleic acid that encodes SEQ ID NOs:l or 10 with 1 -50 conservative amino acid substitutions. 
See the Action, item 6 at page 3. Alter considering the Wands factors for detennming 

u ^ ncWard- i " t i;* , "P (k, 1 Cn i v — > 

al egec hat n? ; <p rimen ' on u, is necessars t< practice the c a re 1 i.v< nt a i b\ a person 

cut art In parisxn r u * . < u 
^tartva^ v l o xt n 5 <m % -> ; m is. o w< 

g idanee , < s the spt v •? devoid of any w r M g * pies, (4) the t < t 

A heinvei in was DNA encoding a transcriptional regulatory factors ompris u 
>romodomains, (5 c 1 1 showed other transcriptional fac containing b uns 
in U v , v s m: s ) \ h „ i > < r v v 1 

ana A - k\- " <. Pv„ A Ati i ten paecs \ s 

Applicant disagrees with the Examiner's n n n bused un the Wands factors when 
ha >pUc n for the reasons set forth below 
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> *Fi claims 

s >k ^ u f s i {Mi Ubt v a , , ) s 

) ( <. K t ) i l ( -Nt rir v"l 

con\mat ^ 1 - 

'10 t^i 1 1 ^ s sp u pes 

^ s i c a u v s c v >. 1 i For 

* \ i t v n v v v. \o -v c ibed below 

5 ^ '„v > ik 5 < Jut d Ut<. i 0 > X! 

s^qiviw > s v " * \D , ^ SrQ ID M >:10 with 0-50 consen a;. . . <> , i \ »s << s 
The polypeptide can bind to hSNF2H» hSN.F2L or NCoA-62/Skip. Claims 60 and 63 are 
^ ^ ^ oh <os n to a vector and a cultured host cell, oac.i v ^ v ' ' v j <. . > v.* 1 

v - 1 ..i K O pi >u ^ <V V v. ^ v " t v 

acid of claim 49. Claims 50, 51 and 58 depend from claim 49, limiting the maximum number of 
conservative substitutions to 30, 10 and 3, respectively. 

Claims 52-54 cover nucleic acids having nucleotide sequences that are respectively at 
least 70%, at least 90%, or at least 95% ideMical to SEQ ID NO:2 or SEQ ID NO:9. These 
clek eptid g at k m< i i v N 21 

x v N ^<p ( aiuwM and r>4 are respect is eh dneeve jo^seaoi and a 
cultured bo- ^ - n; 5 J Hams e" is J 'eted to a 

method of producing a polypeptide encoded by the nucleic acid of claim 52. 

Claims 55-57 cover nucleic acids encoding polypeptides the respective ammo acid 
secae-cev <> x are . , : -t n >, i 1 at least 95% dei ti( s to id Q ID NO ] or 

SEQ ID NO: 10. Again, these polypeptides bind to hSNF2H, hSNF2L or NCoA-62/Skip. 

0 Cla i OS uO\ er- a mu mC ot pi dj v > ; f 

cleic acid . x 

5c c ut^ o aieos d \ hy the Examine i « et 

claims i4 read on any nuclei e acids that encode proteins similar to S EQ ID NGs: 1 or 1 0 having the 
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s .1 "v .ee rra or < " ^ Unction at a 1 w ten. ^> .a 

h. ii r>u' 3 v " t s i nu i o v i 1 s it uk" 

, ^1)1 <> iu p< pv t M i N ^Ov \v vt f i t 

I s \ ? II V si ^ J i. V v p S - v ^ „ 

claims can read on a nucleic acid that encodes a protein having \ > function at all." 

Uc<> d.ra v ^ > ' e . ^ A. HKv'.a < - ^ >. v ■>< < uks 

characterized it. 

(2) The amount of direction or guidance presented 

^ • i l \ n«a \ post! on On - 1 v ,p< 
uid t dm i e is no discussion < w here in the protein the activity is localized and no 
n i . v . v . iU ' . ' v _ i s ! ^ 

functiond' - \oo m uge* t-5 fo the contran th si \ 5 s > s \ discloses a 
number of junctional domains of SEQ ID NO: I (TCoAt), i.e., two C4HC3 zinc-fingers at amino 

!Oi' \ "H N ' v - ! < < t 1 vK f OS 4 t t 

giutaxnine-rich region m amino acid positions 1840-2400. See Figure 1 and Example 4 at 
pages 27-28. Further, Example 6 teaches that a fragment of TCoAi of o, residues 85-24? 
is involved in binding to hSNF2H, hSNF2L. and NCoA-62/Skip. See pages 29-30. One of 
ord wry ski vx t nave found a great deal of guidance m the no. * , , 1 ! >\i 
«rv\> c v c\ m ' ^ed orshoiUdhaseonlx c ^si.' vC . oo> a 

5 pec niomm j1s( o poiij tu 

^3 i. \ 1 ! h 1 U i H 1 ) s > s- 

gone ci not! rom the s m gt e > 

page 9, lines 1-2. 

v\ s. aho\ 1 i tiu> s i pa; < \ I \ v 

s 3 oi d <« con \n w. i! J, its o i c v \ \ „ v pa < ! i 

so > \ o^ % he Jul neo ^ x.L c * l ^ . J 

1 } v o f i >n i j ps !v- st Jv , 

tin iu-c ;o practice chorus 40mS. 
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e> peri nentatii necessai 
'ViJ s 'ui ! t'l * ^ v^vi . v.opeo 

1 „ 1 s ! U 1 0 <. > v H X V s 

<X< k ClO > v. 1 ^ \ ! 1 I 

i ( 1 I ul'ia (HI ! tJ X Ms v'i .\l y i 

1 'KW'vM ^ V n IMA 1 - i] 

xnerin cnnts^il *hcn the experimentation needed s -nereh . o . 

v - c_ i : e pt !e easonable amount of guidance of how the 
o\v i • v, ( Vc1pj>3 rids, at 737. 

< < x <. c ik isrkn a !M> i k m v x u i so isolated 
make nue c l .icui t si ogc us to a defined nucleotide sequence. In addition, the Instant 
cp;>: se^txw a- a;.svii>cu ,;b>>\e, pn~\ :>k\- <ne ^onablc an;>)a!n o>\\aCancc v, i oqxxn * 
direction in which the experimentation should proceed, i.e. , what type of amino acid 

s i < v i , v v e t < as ese s the mrtein so ih f 

protein maintains the function. The specification also teaches methods of isolating 

su - v. < l f on k ! s ^ «t ' 1 u^2a " > 

atioa needed to make and use a) .a' - tons 19 >x 

d e-> ' » ictvoj siij n > s v * ec undue ptirsuam to Wands. 
Ol - The predictability of the art 

'5 Ik U r;r:k" e.avd that the predictability of the art is o since it » not possible to 
>redk < < \ suit in functional polypeptides." See the. Action, page 5, first 

raph. ApplK disagrees st the variatn is in claims iv'-5l 58 6( md 66 arc 
limited to "canse -c rid i ! ^ <j*i t ' - > e ari, svill 

f;o ^ * „ ■- s i < crtlx i sen ! micros'! v > 1 eso-~ e\\ eene 

^ v.! v. f ! 1 !- „ KS| N ^ 

>Vs! N \ ! !>< >x t v ' a ! >V< v . ^ ~ oi 

fvoA* -«tv . v s ? i ^\ru , \ v 

v k i l u em hut ) ! ain the rut s 
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i » i v. Ms ilk > io li » K 11 S ^ 

j s 1 lu H tut M 'Mx \ N ^ v > " 

\C ' „ it t ~ n tr » t J- 1* } \v' ^ v ^ r % " o i <. s s 

t, s v i ^ i ! ii t 1 t v i i Oi k i s v.! ]< v d , t 

f produ t <ib e Li \ t s , "> 

u\^< '-so at - v> i,i v i iu u i> I t <v s \"3 1 % fV 
o "-\ ^\ - > \CoA "Skip 
( s J<r » > n < i ^ v 1 i > ^ s "> ! 

\Joeoi . j i i <o L v peptide ijtt\if.icia-.:i ; K^ .'o < 1 < 

xhu<_ U N 1 x ! au es ,m unaoleracr' P\erks\ ^ s * 1 
believes claim 51 ( 10 or fewer substitutions) and claim 58 (3 or fewer!) cannot be practiced by 
». o 1 n.i.^'-p. ■ •■> ation, 

\ N -e^-d^. v t, cdrc^s the limitations of claims 52-57, 59, 61. 62, 64, 65, 

< O \ ^ v PiAj e N K'KUOK SO!) ^( K i 

to respont his pa c t wed on 1 - 1 1 1 

forth in the Action -^..ulii ^ the enablement inject ton of claim 4o. then Applicant reiterates that 

}<! t . S tM e,l k! i m ! K _ 

^ 'i t it'^iuM 1 . )> ! \K) ,k } u n s 

> ' s % -~ o ' ! o- o^ " and >s r,v v t i ^ 

v. - t >< i i tae n rounci e noted bMhe fx, m *k- 

to < t 5 * t * 5 u> is ic.aud ei ibk i i.^t * vpp to t 

,n - . s ^ - H ! O ' L Lt' . Hit llnj iKv I i vO. 1 i i t 

■s v. t s e skilled in the pe 1 i 

n J v o ^ I's r\ e 1 od u ipiw< v mesc i < •> it 

v f v V « - ■- i the I N u withdraw the rejection *oklc;r 4 5 ^ * iuck of 
omsoiernca?. 
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II. M . MlMh 

d Sx\< I *>\ 

1 i -~ v^. 1 nk 1 s( ! "s i < 

containing subject matter not described in the specification in such a way as to reasonably 
v t d perse rele\ mi the > . < e e application ^ 

filed, had possession of die chinned invention, it is the Examiner's position that die specification 
Mi.T\\ > u <h iikicesCTpt a su b \aion it s v 

f the Examiner V grounds i\ ! s e odon bekw 
1 that the "only identdywu, J i jl.v ^ ! i i < 
.v o t' x < sequences'" and m , \ \ 1 f es \ e s k 

Wnehmer l?e;v. een fnc hnniion and the ehticien: <ecjues to c ,< d <• ' -n rvK peptides that are 
ther ' . V% tno o mt. *\ las; paragraph. 

With regard to this allegation. Applicant points again to the fu »< 1 < 1 ion in each 
oMh n4-x' u^v.r.v . c die encoded pol> peptide vk hmds ,n a rr v 
grojpeer^ n n\ 1 2h niAF2L, and KCoA-62 SLrp \pp s I <en io E> 
o sj ^ i | i " " ni'ib) discloses t tat a Kftj >^ Jv*u vd ^ e- M 

SEQ I'D HO: I is involved in interacting with hSNF2H, hSNF2L, and NCoA-62/Skip. This 
: or, i ^ o d N NO 1 -ors. ,ents only 5,6% of the entire length of SEQ ID NO;l. itwoukibe 
trivial to include mure of SEQ ID NO:1 to bring this up to 60%, 80%, or 95%, as recited in 
varb v > «% Ksri h k t <u,u^ iv ivIhk o ( k i <d nis.^'i H u ^ 

> t - v < v. s j d this. 

K , , O, • i p ^ Ju 'u h vi t.< > ^ >. uj< i , 

V v ^ ^ v pOMSth it 'nil 5 v i i < ! v s 

inpossessk c ed rove ion a whole at the ne the applicat In the 

\, < v - 1 i I i. v. I it ^ J < 1 ' - ° 

, v. v s<_ sj „ s * ,Ot it \ 0 lit. , 1^0 

n u'^. 1 \mial structure, otln I \s \ nd s s >ertics i \t\>< i 

>. ai ^ua . i r > t ,m v' trdisilu uKeiKi , < N o \ w n 
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m aW t J s k < t { SCv ^ 

inc., 323 F.3d 956, 964 (Fed. Cir. 2002). 

i ~ ^ ^ w . . jo v. iK is i idt n> ech fCo \ a hn 1 >o ^ < an 
transcripho regi U 1 fated po pq de < d ^ x f , 

iSN 21 1 o V k 62 Ski| I hese claimed nucleic acids a:, described b> t mi structural 
v. idijoE^ Ls p r e>, < oda o i .u-th -i ( w ^ >a < , N 

x < 1 o i \ x i.ir ii, ^ tut i p f s . v \K i <. 

c < d<. ■> ^ . i n a v or <. h"<nu < <u i ! ' , ~ > ^ < 

Moreover, ihc ^pecilteatton discloses not only the iul- anr.tw aeal -a^pena cs of |r». v 
(SEQ ID NO: 1) and its variant (SEQ ID NO: 10), but also a correlation between the function 

fVi.il v v v i. i ! t. if .. I 5 U'x ! X -.^s f (. ! s. L k O 5 

of SEQ ID NO: 1 at residues 85-24? that is important for interacting with hSNF2H, itS.\F2H and 
NC6A~62/Skip. Thus, one skilled in the art would be able to predict the whole structure of the 

s d s t 1 V l ! s 5 * ^ t 

equivalence s v , t v^h own d su osi < o1 i o i 1 acid 

q tt\i m » < U u ' 1 a i a <. r ^ . 1 a f i > | <. > ^ > w >a 

recognize that the applicant was in possession of the full genus of nucleic acids encoding the 
. a -we, v 1 . - . Bel . vQl h .M SI. 

w x> x ! xi 1 i x ^ klhi ik O v. i J 40 s. 

corabnsaswo .0 deww; w e wkj, twwes so si-afn ieWO de* ded ..a.; ak- .a ' a a' wo skilled sn 
i v pe M s i -> vi t i i u ^ < e : son t 

it hw .eaphe-itn^n wo f leu B\ U s w token, the ( x i v. i ■ > > 1 -uffKaoni 
written description for the subject matter covered by claims 59-68, which depend from 
claims 4? 52 w& 55 applicant thus s 1 nits that te has met t e burden casta! hed by 
Section 112, farst paragraph. 

e x i i {jhcre ts no dcwh'suo 10 1 ' 

s e goes' polypep ving the transeriptiona n. 

Actmn, page 7. 
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comparable, the F.xai oner's concct i is not understood fhere a n ) need , t * sl specific at £ t to 
disclose the portion of the sequence required for "transcriptional regulatory function." 

\ ! i i ! <. U i t i >. 1 I 

i i s i mac ipti >na s & v. v r >. 

page 6, lint eeuieain _j I < u i <. j ec nePo! 

i dn nes ed the a* would understand that these regions i FCc/ xst piss 

0 v c > 1 ui <ri i 

f i ins * + p-> s ; ssjmn,u1 i i \o 1 v.. s ss t. 

- < V !_ v\ * 1 ! ' < S I L I 

\p 'i v n ' < _ c iv-e m'v i f " on <. ,a, 

The Examiner also rejected claims 35-37, 43 and 47 under Section 1 12 as failing to 

O [ I i f i HO 1 S j k t | | 

0 C as modeuite t ir«v.n.\ „ . n ! 'a, h-^ T as h gn 

stringency conditions for hybridization. For the sole purpose of moving this application f ward, 
Applicant has amended claim 35 to replace '"high stringency conditions" with the tern- "sirii g< at 

s ,. , ' < I 

III. s> s,\ x^i s( ^!? t ShXmj)l\RVRA:''i 

v d\ 14" uifutu mder Section i i \. s < s 1 N f >i 

del ' v •utrnint iHeged thai these claims u . - ee there w > 

v ^ pc . . v e n ^ ^ i.^ ^ ^ <. tV \et oi ten > * \ ac 

Aricndw. - . 

( x v v < t \ i SDS Thi m _ 1 ( * 

1 it s'a.iuhn, s 

following conditions: 42°C 2x SSC, 0.1% SDS (low stringency); 5CPC, 2x SSC, 
> h SDS ;n;emmn sKn^encs , and Co V, 2x SSC. 0 > SDS up, ngeno > 
t ec $eh juihhnun i a 

1 v v K P <. w jt > f .cnattb H" -> im < <. 
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x ki!I in the pertinent art. wii InU v\ s 4 stai ement as s 

wash steps are earned out under die saint conditions, e g . temperature and soh tion w the 

the temperature or the wash steps, it renders this mdefimteness rejection moot, 

IV. tt f! ' »\ o ! Hv >y\-i-\v\i \l\<>\ 

< '- - - ected n the specification as co«t< sir ig enihe f \ 
\ si d . i a s J ^ i p 

page 26, line 10. 



EnjnnH&ftry, for the reasons set forth herein, Applicant maintai . c s 35-3?, 43, 

U t ! , ! \ <.">,. I J I v tl ! Ill' ^ N ! 

, > ncr r, % ,jcd 5 set forth in die \ctios 

The necessary additional claim fees in the amount or So* > u* v > v !>otc„o 
t v.ow t „ ev \ w d r-e. <\ stem (EFS) by way of Deposit Account authorization. A 
Vm > > v s on s ' ne s also ilcd herewith. 

Apply any other charges or credits to Deposit Account No. 06-1 050. 
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